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In re Application of 

Anthony, A etal. 

Application No. 107237,079 s 

Filed: September 9, 2002 S . 

For UNTVERSIAL ENERGY CONDITIONING^ 
INTERPOSER WITH CIRCUIT 
ARCHITECTURE . 

Attorney Docket No. X2YA0010U/US-^ 



DECISION ON PETITION 
UNDER 37 CFR 1.183 
SEEKING WAIVER OF 
REQUIREMENTS UNDER 
37 CFR 1.98 and 1.52 



This is a response to a petition under 37 CFR 1.183 filed on April 22, 2004, conc^ently with an 
Information ^Disclosure "Statement (IDS). The § 1.183 petition requests waiverofthe rates for 
Information Disclosure Statements under 37 CFR 1.98. The petition under 37 CFR L183js 
requesting relief from the § 1.98 provision which requires filing a paper copy of each reference in 
3 S related appbcations where the references are being cited by Petitioner. The request for 
waiver is made in view of the need to file multiple apphcations relating to different aspects of a 
particular invention. The § 1.183 petition also contains a request ?eeking penmsaon to submrt 
the same prior art submissions on compact disc which would require a waiver of 37 CFR i.5Z(a; 
and (e). 

The petition under 37 CFR 1.183 requesting relief to file a reduced number of paper.copies of 
IDS references and to file them on compact disc is fiB A WTRP IN PARTto- the extent set forth 
below. 

Part I. Background 

The instant appUcatipn filed under 35 U.S.C. 1 1 1 is one of about 26 U.S. applications relating to 
different aspects of an invention. 
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Petitioner's submission of an Information Disclosure .Statemem is ^^^empt to comply 

37 CFR 1 56fl>Vn that requires disclosure to the Office of information material to 
painty iSmdudS SSation that "establishes, by itself or in combination with otiter 

an Information Disclosure Statement (IDS) in the manner prescribed by 37 CFR 1.97 and i »*. 
Part n. Petition Under 37 CFR 1.183 - Special Treatment of Compact Disc 

The petition states that the compact disc filed with the IDS is an additional oopyof the W« 
Serenas mcS with the IDS. It is not apparent from the petition why the Office needs to 
make available to every examiner in all 26 applications a second copy of ^h^erenceon 
compact disc Accepting a second copy on compact disc of each reference places an additional 
ffionSe Offite. First, there is the burden to determine if the paper copy and the compact 
disc copy of the references are the same. If the two copies are not the same it raises questions 
about what the examiner considered in each application. Second, accepting the compact disc 
copy places a burden on the Office to maintain a copy as part of the Offic^ record of the ^ _ 
ap&on. FiiiaUy, mere is msuffident info 

software requirements to determine how compatible the filing is with the Office 's automated 
idpmcedures for maintaining records. Hence it is not clear ^^^SL 
6 1 183 if relief fromfiling a paper copy in each apphcation is granted. Nor is it apparent on 
baknce wiyXofficeXmdaWtSe additional burden of having to process a second copy of 
the references on compactdisc. In view ofthe relief granted below, no forther discussion of the 
compact discs is required in this decision. 

Petition under § 1 . 183 for a waiver ofthe rules for compact discs is Dismissed. 
Part m. Petition Under 37 CFR 1 .183 - Paper Copies 

37 CFR 1 98 requires that any information disclosure statement provide a copy of all patente, 
publications orother information submitted under 37 CFR 1 .97 for consideration by the Office. 
37 CFR 1 97 notes that information disclosure statements are considered in regard to the 
appticatiottin which they are filed. See also MPEP 609, pages 600-121 and 600,122. 

Paper copies: Petitioner notes that the instant application is one of about 24 bulk .filing 
applications that have been filed in regard to a particular technology. Accordingly, Petitioner 
requests that one individual paper copy of each citation brought to the attention ofthe Office in 
regard to the instant individual apphcation, the "holding" application, not be required to be 
submitted in each related "bulk filing" application, 

Rather than be required to submit, via a paper copy, two cartons of foreign patent and non-patent 
literature references in each of 24 applications. Petitioner seeks to have: 

(1) The concurrently filed single paper copy of each IDS citation fulfill the requirement for 
a paper copy in all 24 applications; 
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(2) One application (the instant application) identified as a "holding" apphcation .which 
would contain one complete set of paper copies of references; the paper copies of the references 
to be submitted in only the "holding" application; 

(3) The other related pending U.S. apphcations, hereafter referred to as the WWa? 
apphcations, be exempt from requiring a separately filed paper set of the references; the bdk fflmg 
ajpfications will contain other information, e.g., a copy of the decision on petition permitting such 
procedure, and a copy of the Form 1449 (or equivalent). 

Once past the initial IDS submission, the petition does not propose the waiver to apply to updates 
and no waiver is granted for updates of the IDS. 

A review of Office records indicates that 23 applications are either Image File Wrapper (IFW) 
apphcations or will soon be IFW apphcations. The one application that is not an IFW application 
will become an IFW application upon filing an RCE which appears to be required for 
consideration of the IDS. The Office has provided an image copy of all of the IDS references 
from the holding application to the other 23 bulk IFW applications. 

Decision- 37 CFR 1.183 provides relief for extraordinary situations, when justice requires 
suspension of any requirement of the regulations which is not a requirement of the statutes. The 
instant petition urges that not only would applicant be spared the necessity of submitting 
duplicative paper copies of foreign patent and non-patent hterature references in 24 apphcations, 
but also the Office would benefit from not having to handle and store the duplicative sets of 
copies While there may be some negative effects from the Office's point of view in terms of 
making the copies available in different apphcations from one paper copy, on balance, there is 
seen to be sufficient benefit to justify waiver in this instance for all the applications filed. 

Accordingly, the petition under 37 CFR 1.183 is granted to the extent indicated and under the 
terms and conditions as are set forth below. 

The § 1 98(a)(2) requirement for (the submission of) a copy of each foreign patent and non-patent 
literature IDS citation in a bulk filing application will be waived in the bulk filing apphcations 
provided that the following 7 conditions are complied with: 

1) One paper copy of each foreign patent and non-patent literature IDS citation has 
been submitted to the Office in the concurrently filed IDS in this, the holding application; 

2) The information cited in each of the bulk filing apphcations is or has also been 
cited in the holding application; 

Note: Applicant is not required to cite in each bulk filing application every item of 
information that is cited in the instant holding application. Items should be cited in each bulk 
filing application on the basis of relevancy and materiality to the particular claims in the bulk filing 
application and what each piece of information teaches. 

A waiver is not granted (for the requirement to supply a paper copy of an IDS 
citation in another bulk filing application) where the citation is not, or has not been, made in the 
instant holding application. 
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4) A copy of this Decision is filed in each bulk filing application for which waiver is 
requested; 

5) Explanatory information related to a particular citation, such as toe concise 
explanation of a foreign language reference under § 1.98(aX2), if subnuttedm Ae holdtng 
SfJ mustal3e supplied in each bulk filing application where the citation is made. 

6) The Office accepts and specifically reserves the right to terminate the waiver gram 
in regard to § 1 .98(aX2) without provision of reasons. In such event, a two month period wfl be 
SJSwhere paper copies would have to be supplied in aU apphcaUons where new crtaUons .ut 
SSL Should termination of the waiver be desired by the Office, the Office wfl provide , wntten 
notice to the correspondence address of record. Termination by applicant may be by returning to 
wmpliance vX§ ?98(a)(2) without formal notice thereof and no transition/continuing penod 
after termination is required. 

7) There will be no waiver of any aspects of 37 CFR 1.97 in any application after 
allowance or final rejection of that application. 

Part IV. Further Correspondence 

Any correspondence with respect to this matter should be atoessed as foUows: - 

By mail: Mail Stop Petition 

C ommis sioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

By FAX: (703)872-9306 . . 

Attn: Office Patent Legal Administration/Michael L. Lewis 



ne inquiries should be directed to Michael L. Lewis at (703)306-5585. 




Rot 

Director 

Office of Patent\Legal A&phustration 
Office of the Depwy-Golrimissioner 
for Patent Examination Policy 
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NEIFELD DOCKET NO: X2YA0010U/US 

IN THE UNITED STATES PATENT & T RADEMARK OFFICE 
IN RE APPLICATIONS OF: Anthony Examiner JACKSON, S. 

APPLICATION NO: 10/237,079 GAU: 2836 RECEIVED 

Filed: 9/9/2002 f APR 2 2 2004 

Title: Universal Energy Conditioning Interposer with Circuit Architecture 

OPLA 

and relating to the following 24 applications: 



1 I 



; Ref 



-■mi 



mm 



09/647,648 X2YA0105UPCT-US Allowed 

10/479,506 jQYA0025UPCT-US pending 

10/766,000 :>QYA6oi3U-US pending. 

09/996,355 X2YA0125U : US Pending " 

W^AS7 X2YA0126U-US Pending 

10/115,159 "^YA0021U-US Pe/idjnS 

16/189,338 ^YA0022U-US Pending 

10/169^339 |)^ YAd623U-US lending 

1 0/237,079 ;X2YA0010U/US Pending 

1052^942" ; X2YA0108U- US-C1 Pending 

10/344749 !>GYAO119UPCt-0S Pending 

10/^9,590 X2YA6015UPCt-"US Pending 

1 67399,630 X2YA0014UPCf-US Pending 

^1 6/432.840 ;>6Ya6016UpCT-U"S Pending 

10/433^482 ^YAWl7UPCt-OS Pending 

i 6/435.1 99 ; X2YA0620U-US Pending 

16/443,764 :X2"YAb626ij-US-C1 Pending / 

10/443.778 X2YA0029U-US-C2 Pending 

10/443,788 X2YA6628U-US-C2 Pending 

10/443,792 X2YA0027U-US-C1 Pending 

10/460,361 X2YA0032UUSC1 Pending 

1 0/705,962 X2YA0041U-US Pending 

09/632.048 X2YA0117U-US Allowed 

10/369,335 X2YA0100U-US-C4 Allowed 

TO: ASSISTANT COMMISSIONER FOR PATENTS 
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